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DETAILED ACTION 
Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 1 2: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1,5, 11, 14, 15, 22, 23 and 24 are rejected under 35 U.S.C. 112, second 

paragraph, as being indefinite for failing to particularly point out and distinctly claim the 

subject matter which applicant regards as the invention. 

1 . Claim 1 recites the limitation "wherein the rendering is initiated at a printer" in line 

1. There is insufficient antecedent basis for this limitation in the claim. Furthermore, it 
is unclear if this rendering is referring to the rendering of the document for the printing. 
Also, it appears that the rendering of the document is processed at the computer 
device. How is the rendering process initiated by the printer? Is this printer same as 
the printing device recited in the rest of the claim? Explanation/clarification from the 
Specification is respectfully requested. 

2. With respect to claims 14 and 22, arguments analogous to those presented for 
claini 1, are applicable. 

3. With respect to claim 5, it further defines that the plurality of print option 
comprises standard options and proprietary options. It is unclear if both standard and 
proprietary options are sent to the computing device according to claims 4 and 5. 
Explanation/clarification from the Specification is respectfully requested. 

4. Claim 1 1 recites the limitation "associated with the document format to 
background print" in line 2. There is insufficient antecedent basis for this limitation in 
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the claim. It is unclear if this document format is referring to a native/original document 
format or the rendered document format. Explanation/clarification from the Specification 
is respectfully requested. 

5. With respect to claims 1 5 and 23, arguments analogous to those presented for 
claim 1 1 , are applicable. 

6. With respect to claim 14, it recites the limitation "receiving the document after it 
has been rendered by the computing device" in line 10. It is unclear if the original 
document (un-rendered document) is received according to this step. 
Explanation/clarification from the Specification is respectfully requested. 

7. Claim 14 recites the limitation "the printer" in last line. There is insufficient 
antecedent basis for this limitation in the claim. It is unclear if this printer is referring to 
the printing device or another printer in the network. 

8. With respect to claim 22, it recites the limitation "receiving the document after it 
has been rendered by the computing device" in line 13. It is unclear if the original 
document (un-rendered document) is received according to this step. 
Explanation/clarification from the Specification is respectfully requested. 

9. Claim 24 recites the limitation "the identification" in line 3. There is insufficient 
antecedent basis for this limitation in the claim. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-28 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Leone, III et al. U.S. Patent Publication No. 2004/0100651 (hereinafter Leone) in view of 
Garcia U.S. Patent Publication No. 2003/0048470. 

1 0. With respect to claim 1 , Leone teaches a method for pull printing a document 
wherein the rendering is initiated at a host computer (browser 44 of client computer in 
figs. 4~8), the method comprising: 

locating a document (application server storing documents in paragraph 18) on a 
computer device (locating the document in the application server 30 using the job ID in 
paragraph 34) from the host computer (specifying the job parameters via the browser in 
paragraphs 33 & 34); 

sending a message to the computer device to print the document with at least 
one print option (sending required parameters in paragraphs 33 & 34); 

rendering the document at the computer device into printer ready data using the 
at least one print option thereby providing a rendered document (paragraphs 35-36); 

de-spooling the rendered document to the printing device (step 90 in fig. 10 & 
paragraph 35); 
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processing another print option on a printing device (performing according to 
staple or collation options in paragraph 33. Note that one of ordinary skill in the art 
would recognize the step of stapling is conventionally processed at the printer itself); 
and 

printing the rendered document on the printing device (paragraph 36). 

Leone, however, does not explicitly teach that the step of locating the document 
on a computer device is from the printing device. 

Garcia, the same field of endeavor of the Internet network printing, teaches the 
method of a printing device accessing network servers using an embedded web 
browser (fig. 3 & paragraphs 16 & 17). 

At the time of the invention, it would have been obvious to one of ordinary skill in 
the art to incorporate the embedded web server into the printing device to access and 
download the desired document directly from the application server. 

The suggestion/motivation for doing so would have been to put the control of 
printing documents at the printer itself rather than a computer workstation (paragraph 17 
of Garcia). 

Therefore, it would have been obvious to combine Leone with Garcia to obtain 
the invention as specified in claim 1 . 

1 1 . With respect to claim 2, the combination teaches the method of claim 1 , further 
comprising specifying the at least one print option from the printing device after the 
document has been located (paragraph 33 of Leone and paragraphs 16 & 17 of Garcia). 
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1 2. With respect to claim 3, the combination teaches the method of claim 2, wherein 
the specifying is accomplished through use of a front panel of the printing device (User 
interface 20 in fig. 1 & paragraph 15 of Garcia). 

1 3. With respect to claini 4, the combination teaches the method of claim 1 , wherein 
the message is sent to the computer device with a plurality of print options (paragraphs 
33 of Leone). 

14. With respect to claim 5, the combination teaches the method of claim 4, further 
comprising determining which of the plurality of print options are standard print options 
on the computer device (Note that Postscript specifies layout, font, and etc. for the 
printing process. Therefore, paragraphs 33 & 36 of Leona determines the standard 
print options) and which of the plurality of print options are proprietary to the printing 
device (staple function & output media characteristics in paragraph 33. As note above, 
the staple function and output media characteristics are realized and performed by the 
printing device itself). 

15. With respect to claim 6, the combination teaches the method of claim 5, further 
comprising storing the proprietary print options on the printing device (Note that the 
staple print processing parameter and output media characteristics must be first saved 
either permanently or temporarily in a memory/buffer of the printing device upon 
selecting the option via the printer user interface 20 in fig. 1. If it is not saved, the 
function will never be recognized and processed.) 

16. With respect to claim 7, the combination teaches the method of claim 6, further 
comprising storing an identification of the document on the printing device (Again, since 
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user specifies the document ID according to paragraph 34 of Leone, the information 
must be saved either permanently or temporarily in a memory/buffer of the printing 
device). 

17. With respect to claim 8, the combination teaches the method of claim 6, wherein 
the message is sent to the computer device to print the document with the standard 
print options and wherein the document is rendered at the computer device into printer 
ready data using the standard print options (paragraph 36 of Leone). 

18. With respect to claim 9, the combination teaches the method of claim 1 , further 
comprising storing an identification of the document on the printing device (Again, since 
user specifies the document ID according to paragraph 34 of Leone, the information 
must be saved either permanently or temporarily in a memory/buffer of the printing 
device). 

19. With respect to claim 10, the combination teaches the method of claim 1 , wherein 
the document is rendered at the computer device into printer ready data that is 
compatible with a page description language interpreter (paragraph 36 of Leone. Note 
that Postscript is one of PDL). 

20. With respect to claim 1 1 , the combination teaches the method of claim 1 , further 
comprising invoking an application on the computer device that is associated with the 
document format to background print the document using a generic printer driver 
(paragraphs 30 & 36). Note that it is conventionally well known that the background 
specification is defined in the PDL or Postscript file for printing. 
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21. With respect to claims 12 and 13, tlie combination teaches the method of claim 
8, further comprising recognizing the rendered document at the printing device through 
use of the identification (paragraph 20 of Garcia) and fetching the stored proprietary 
print options (note that the fetching the proprietary print options is an inherent step to 
perform the process according to the designated proprietary print options). 
Furthermore, according to Garcia, it teaches the method of simply retrieving the desired 
document from the file server/document database in the network (paragraph 24). 
Therefore, when other proprietary print options are desired for the printing the 
document, it would have been obvious to one of ordinary skill in the art to 1) identify the 
retrieved document with the proprietary print options and 2) merge the retrieved 
document with the proprietary print options for suitable printing. 



22. With respect to claim 14, Leone discloses a computer (client computer in 
paragraph 27 & figs. 4~8) configured for pull printing a document wherein the rendering 
is initiated at the computer (browser 44), the computer comprising: - 
a processor for control of the computer (CPU); 

memory in electronic communication with the processor (memory needed for 
processing the client computer); 

a communications port for electronic communications with a computing device 
(application server 30 in figs. 4~8); 
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a user interface (browser 44) for operating the printing by a user, wherein the 
user interface is in electronic communication with the processor for receiving user inputs 
(specifying the job parameters via the browser in paragraphs 33 & 34); and 

executable instructions executable by the processor (paragraph 32), wherein the 
executable instructions are configured to implement a method comprising: 

providing a user interface at a display for the user to locate a document on the 
computing device (locating the document in the application server 30 using the job ID in 
paragraph 34); 

obtaining print options from the user (specifying the job parameters via the 
browser in paragraphs 33 & 34), wherein the print options comprise standard print 
options that are standard on the computing device (Note that Postscript specifies layout, 
font, and etc. for the printing process. Therefore, paragraphs 33 & 36 of Leona 
determines the standard print options) and proprietary print options that are proprietary 
to the printing device (staple function & output media characteristics in paragraph 33. 
As note above, the staple function and output media characteristics are realized and 
performed by the printing device itself); 

storing the proprietary print options (Note that the staple print processing 
parameter and output media characteristics must be first saved either permanently or 
temporarily in a memory/buffer of the printing device upon selecting the option via the 
printer user interface 20 in fig. 1. If it is not saved, the function will never be recognized 
and processed); 
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storing an identification of the document (Again, since user specifies tlie 
document ID according to paragraph 34 of Leone, the information must be saved either 
permanently or temporarily in a memory/buffer of the printing device); 

sending a message to the computing device to print the document with the 
standard print options (paragraphs 35~36); 

receiving the document after it has been rendered by the computing device, 
wherein the rendered document comprises printer ready data (paragraph 36); 

merging the proprietary print options with the rendered document before the 
rendered document is printed (note that the staple function & output media 
characteristics in paragraph 33 must be fetched and merged to print the document 
according to the designated user input); and 

printing the rendered document using a printer (paragraph 36). 

Leone, however, does not explicitly teach that the step of locating the document 
on a computer device is from the printing device. 

Garcia, the same field of endeavor of the Internet network printing, teaches the 
method of a printing device accessing network servers using an embedded web 
browser (fig. 3 & paragraphs 16 & 17). 

At the time of the invention, it would have been obvious to one of ordinary skill in 
the art to incorporate the embedded web server into the printing device to access and 
download the desired document directly from the application server. 
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The suggestion/motivation for doing so would liave been to put the control of 
printing documents at the printer itself rather than a computer worl<station (paragraph 17 
of Garcia). 

Therefore, it would have been obvious to combine Leone with Garcia to obtain 
the invention as specified in claim 14. 

23. With respect to claim 15, arguments analogous to those presented for claim 1 1 , 
are applicable. 

24. With respect to claims 16 and 17, arguments analogous to those presented for 
claims 12 and 13, are applicable. 

25. With respect to claim 18, the combination discloses the printing device of claim 
16, wherein the message sent to the computing device to print the document with the 
standard options is sent to a pull print service running on the computing device 
(paragraphs 27 & 36 of Leone). 

26. With respect to claim 19, the combination discloses the printing device of claim 
14, wherein the document, at the time the user locates the document on the computing 
device, is in a native document format and has not been pre-rendered into printer ready 
data (paragraph 36). 

27. With respect to claim 20, arguments analogous to those presented for claim 5, 
are applicable. 

28. With respect to claim 21 , the combination discloses the printing device of claim 
14, wherein the identification of the document includes a filename (paragraph 34 of 
Leone). 
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29. With respect to claim 22, arguments analogous to those presented for claim 14, 
are applicable. 

30. With respect to claim 23, arguments analogous to those presented for claim 1 1 , 
are applicable. 

31 . With respect to claims 24 and 25, arguments analogous to those presented for 
claims 12 and 13, are applicable. 

32. With respect to claim 26, arguments analogous to those presented for claim 18, 
are applicable. 

33. With respect to claim 27, arguments analogous to those presented for claim 19, 
are applicable. 

34. With respect to claim 28, arguments analogous to those presented for claim 5, 
are applicable. 
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Conclusion 



35. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to CHAN S. PARK whose telephone number is (571) 272- 
7409. The examiner can normally be reached on M-F 8am-4:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Moore can be reached on (571) 272-7437. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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